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ENEMY-OWNED MARKS IN GREAT BRITAIN 


PART I 


ENEMY-OWNED TRADE-MARKS IN GREAT BRITAIN 


By Sir William S. Jarratt, Secretary, British Trade-Marks, Patents and Designs 
Federation 


In view of the possibility of legislation in the United States to deal with enemy- 
owned trade-marks it may be of interest to summarise what was done in Great 
Britain during the war of 1914-1918 and what is being done during the present war. 

During the war of 1914-1918, three kinds of official action were taken with 
regard to the registered trade-marks of enemies. Under the Patents, Designs, 
and Trade-Marks (Temporary Rules) Acts, 1914, it was open to interested persons 
to apply to the Board of Trade to “avoid” such registrations, the Board of Trade 
being the Government Department charged with the care of trade. Usually the 
applicants had to make good their cases before a tribunal of two higher officials, 
one of whom was the Comptroller and Registrar, and if they succeeded in obtaining 
an order that “avoided” the mark, an entry was made in the Register that the 
registration had been thus avoided. When the registration fell due for renewal, 
the Registrar declined to receive a renewal fee, if it was offered, and the mark was 
removed from the Register. The most common purpose of avoidance seems to 
have been to prevent the registration, with its rights against infringement, standing 
in the way of a continued supply to the public of particular goods that had come to 
be named by a word trade-mark. 

In the second class of case suspending orders were made by the Board after 
due consideration of applications by interested parties. The effect of these orders 
appears to have been that the person in whose favor suspension was ordered became 
free to use the mark, although the Registered Proprietor’s rights against all other 
persons remained unaffected. These orders usually contained provision for deter- 
mination of the suspension by a further order of the Board. Entries relating to 
these orders were also made in the Register, but they have not been regarded as 
obstacles to the subsequent renewal of the registration or its assignment, where 
there has been a satisfactory clearing up of the position as to the rights of those 
persons in whose favor they were suspended. 

The third class of cases arose where an enemy-controlled business in Great 
Britain was wound up and liquidated by order of the Board. Where the liquidator 
in the course of his duties became aware of registered trade-marks used in the 
business, steps were taken to record the fact of the winding-up in the Trade-Marks 
Register. Probably all the registrations so treated have since been removed for 
non-payment of renewal fee. 

The powers conferred by the Acts of 1914 were not extensively exercised, 
possibly because the interference with German trade-mark rights during 1914-1918 
was aimed chiefly at enabling the public to continue to be supplied with goods in 
those cases where, owing to the nature of the goods and the mark and to the exclu- 
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sive trade set up by the enemy, his registered rights acted as an inhibiting monopoly. 
Most of these cases occurred, of course, where the precise nature of a particular 
composition sold under a word trade-mark was of vital importance to the trade 
in it, and where, owing to the fact that others had not supplied the composition, 
the enemy had a practical monopoly of sale under his word mark—a practical 
monopoly because in such a case no generic name had arisen for what were probably, 
when his trade began, goods of a new kind. The only domain in which this diffi- 
culty proves in practice to arise is the trade in dyes, drugs and medicines and 
perhaps some very closely related goods. 

During the interval between the two wars, there was enacted the Trade-Mark 
Act, 1938, of which Section 15 plainly indicates that there may be proper circum- 
stances under which a word trade-mark may be used as the name or description 
of goods in trade. Briefly, Section 3 of the Patents, Designs and Trade-Marks 
(Emergency) Act, 1939, follows that indication and enables the Comptroller-General 
of Patents, Designs and Trade-Marks to make a suspension order where it is 
shown to be “difficult or impracticable to describe or refer to an article or substance 
without the use of the trade-mark registered” for it by an enemy; but the powers 
of “avoidance” and “winding-up” of trade-marks, which were in use during the 
war of 1914-1918, have not been given. Any suspension order is made in favor 
of the person who applies for it and there is no limit to the number who may 
apply. It suspends the enemy proprietor’s exclusive right so far only as the 
applicant is concerned, and for him only in so far as may be necessary to enable him 
to render well-known and established some new or alternative description or means 
of reference to the article or substance he is offering in lieu of the article or sub- 
stance previously sold by the enemy under his trade-mark. Thus, for instance, 
he may advertise 


“Pandora,” the same remedy as “Dorina.” 


The registered proprietor’s rights remain unimpaired as regards all persons who 
have not sought and obtained suspension orders, and it is noticeable that they are 
cut down, as regards the successful applicant, only so far as to take away the 
proprietor’s exclusive right to make a descriptive use of his mark. 


In Germany, there has been made a somewhat similar War Enactment, which 
may be translated thus: 


The use of a trade-mark protected in this country and belonging to a British subject 
may, in the public interest, also be allowed to another party, in so far as it is necessary 
for characterising the nature of the merchandise which by its nature or its purpose 
corresponds to the merchandise hitherto sold under the said trade-mark; 

but, naturally, little is known about the practice of it. 

The Patents, etc. (Emergency) Act, 1939, also confers wide powers on the 
Comptroller to grant licenses under enemy-owned patents. Where the patent relates 
to an article or substance which it is difficult or impracticable to refer to without 
the use of a trade-mark registered by an enemy, the person who has obtained a 
license under the patent may also apply for an order suspending in his favor the 
trade-mark rights. He thus becomes entitled to manufacture the patented article 
or substance and also to use the trade-mark by which it has become known. 
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After the Patents, etc. (Emergency) Act, 1939, had become law, it was pointed 
out that where a license was obtained under an enemy-owned patent for the manu- 
facture of some particular chemical compound that constituted perhaps a valuable 
therapeutic substance, the license was virtually useless for the purposes of trade 
if those particular goods had only been known on the market under a word 
trade-mark belonging to a non-enemy, against whom no suspension order could 
be made. It was found that in some cases a trade had been effectively monopolized 
by cooperation between an exporting German manufacturer and patentee and an 
importing and distributing British firm or limited company owning and using a 
registered word trade-mark for the goods. To meet this loophole Regulation 6 
of the Defence (Patents, Trade-Marks, etc.) Regulations, 1941, was made, pro- 
viding that a licensee who can show a good case under Section 3 for the suspension 
of a trade-mark indispensable for selling the goods of the patent, may be given an 
order of suspension, notwithstanding that the trade-mark is registered in the name 
of a non-enemy. 

In all, sixty applications under the Patents, etc. (Emergency) Act, 1939, have 
been made for suspension orders, and forty-seven orders have been made. It is 
thought that none of the Comptroller’s orders has permitted the descriptive use 
of the suspended mark for more than three years, but that the majority of them 
have specified two years. In some instances a condition has been imposed that 
the trade-mark together with the applicant’s own mark, which he hopes by this 
means to establish in that time as an alternative name for the medicine, shall be 
used only in conjunction with a name open to public use. Where this condition 
has been made, the prescribed name seems to have been one recently introduced 
for pharmacopoeial use by Sir Edward Mellanby’s Medical Research Committee. 

There can be no doubt that by these provisions, as they have been administered 
by the Comptroller, any enemy trade-mark obstacle to trade in medicine and thera- 
peutic substances has been removed in those cases where British interests desired 
to engage in the manufacture and trade and took the appropriate steps; and also 
that the cases of enemy patent monopoly coupled with a non-enemy trade-mark 
used as the name of the patented goods have been effectively dealt with. Broadly 
speaking, it is in the domain of medicine and drugs especially that it may prove 
“difficult or impracticable to describe or refer to an article or substance without 
the use of the Trade-Mark” because of the possibility that the trade-mark owner 
may have a de facto monopoly ; where the registered owner is an enemy, the restraint 
on an effective supply of those goods is obvious. 

Thus the treatment of enemy trade-mark rights for the purpose of preventing 
impairment of the national war effort has proceeded on this occasion on more definite 
and logical lines than during 1914-1918, and the opinion may be ventured that all 
reasonable demands for relief put forward by traders have been met. 


SS 
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THE LANHAM BILL (S. 895) AGAIN BEFORE THE SENATE 
COMMITTEE ON PATENTS 


Since our last report on the status of S. 895 and its passage by the House of 
Representatives, Senator Bone, Chairman of the Senate Committee on Patents, 
made the following statement on October 2, 1942, before the Senate: 


Mr. Bone, Mr. President: In September of last year the Senate passed Senate bill 895, 
. more than a year later the House amended the Senate bill by agreeing to some 421 
amendments to the bill. The bill itself had only about 40 pages. The amendments are 
of such a character as virtually to rewrite the bill. Therefore, I ask that the bill and 
the House amendments be referred to the Senate Committee on Patents. 


Those interested in an early enactment of S. 895 had not expected such action, 
inasmuch as the great majority of the suggested amendments and changes referred 
to by Senator Bone deal with improvement of language rather than fundamental 
principles of law. In order to expedite the enactment of the bill, the United States 
Trade-Mark Association and other interested groups were called upon to present 
to the members of the Senate Committee a memorandum urging the acceptance 
of all amendments and changes which now appear in S. 895. 

At a special meeting of the Lawyers’ Advisory Committee of the Association 
on October 14, 1942, it was accordingly resolved that the statement hereinafter 
published be sent to the members of the Senate Committee. This statement 
was signed by the Chairman of the Committee and will carry the endorsement 
of leading trade-mark attorneys and experts connected with the various trade and 
bar groups. 

In a special bulletin sent out by the Association on October 16, 1942, our 
members were urged to write a letter to Senator Homer T. Bone, Chairman of the 
Senate Committee on Patents, recommending the acceptance of S. 895 in its 
present form. 

The statement sent to the Senate Committee is as follows: 


To THE MEMBERS OF THE SENATE COMMITTEE ON TRADE-MarKs: 
The Committee has before it S. 895 with the amendments approved by the House 
of Representatives on September 24, 1942. The House amendments seem to be 
numerous, but as a matter of fact, for the most part they consist primarily of 
improvements of language. With one possible exception, they do not change funda- 
mentally S. 895 as reported by Senator Bone to the Senate on July 22, 1941. 

The House amendments have had the approval of the great majority of the 
trade-mark bar and of trade-mark users generally. The House held hearings on 
November 4, 12, 13 and 14, 1941, which hearings were largely attended by those 
interested in the bill. The names of those in attendance, as well as the letters 
received by the Committee, are reported in the report of the hearings printed for 
the use of the Committee on Patents. With the exception of a few additional Com- 
mittee amendments for the purpose of clarifying the bill and correcting certain 
typographical errors (Congressional Record, September 24, 1942, page 7676), 
the House amendments to S. 895 were placed before the Committee and those in 
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attendance and were discussed at great length and had the approval of the great 
majority of those present. 

Section 10 of the proposed trade-mark legislation, the assignment section, 
has been the most controversial feature of the bill. This section in the early 
trade-mark bills provided that a trade-mark might be assigned apart from the 
good-will of the business with which it was used. Many persons interested in 
trade-marks were opposed to this section because it seemed to make possible a 
legalized traffic in trade-marks which was prejudicial to the public interest and 
which theretofore had been considered illegal. In April, 1940, a group of those 
interested in the trade-mark legislation called upon Senator Bone and requested 
further consideration of the bill. In response to this request Senator Bone, 
together with Senators Lucas and Danaher, held hearings the following day, which 
hearing were attended by a substantial group of those interested in the legisla- 
tion. The controversy with reference to Section 10 was presented to the Senate 


Committee and the Committee subsequently drafted Section 10 as it appears in 
S. 895, namely : 


A registered mark or a mark for which application has been filed shall be assignable 
upon such terms and conditions as the parties may agree. 


(The hearing was held on H. R. 6618 which passed the House July 18, 1939, 
and the Senate June, 1940. These bills died with the close of the 76th Congress 
in December, 1940.) 

In the following session H. R. 102 was introduced in the House by Congress- 
man Lanham, and S. 895 in the Senate by Senator Bone. There has been con- 
siderable discussion of the Senate draft of Section 10 as to whether it would permit 
the assignment of a mark apart from the good-will of the business. Because of this 
uncertainty, the controversy over Section 10 became more intense. Numerous 
meetings were held by various groups and finally the different groups composed 
their differences and agreed to Section 10 as it appears in the amendment 
proposed by the House, namely : 


A registered mark or a mark for which application to register has been filed shall be 
assignable with the good-will of the business in which the mark is used or with that part 
of the good-will of the business connected with the use of and symbolized by the mark; 
and in any such assignment it shall not be necessary to include the good-will of the busi- 
ness connected with the use of and symbolized by any other mark used in the business or 
by the name or style under which the business is conducted: provided that any assigned 
registration may be canceled at any time if the registered mark is being used by or with 
the permission of the assignee so as to misrepresent the source of the goods or service 
in connection with which the mark is used. 


This compromised provision retained the common law of trade-marks, while 
at the same time making it clear that a trade-mark might be assigned with that part 
of the good-will of the business symbolized by the mark. The House amendment 
seems to satisfy practically all viewpoints since it provides that the good-will of 
that part of the business with which the mark is used must be assigned with the 
mark while recognizing the modern commercial necessity of being able to separate 


large businesses into various parts and to transfer any part symbolized by a separate 
mark. 
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The present almost universal agreement on the House amendments of the 
Trade-Mark Bill has been brought about by the initial agreement on the House 
amendment of Section 10. It is, therefore, urged that the draft of Section 10 as 
approved by the House be adopted by the Senate, as well as the various other amend- 
ments approved by the House, which for the most part are improvements in 
language and corrections of typographical errors. 


MEXICO DENOUNCES MADRID INTERNATIONAL TRADE-MARK 
ARRANGEMENT* 


By Stephen P. Lodas 


As our members are aware, a number of countries party to the International 
Protection of Industrial Property have concluded an Arrangement known under 
the above name for the international registration of trade-marks. This Arrange- 
ment was first signed in Madrid in 1891 and has been subsequently amended from 
time to time at the same time as the main Convention. In substance, this Arrange- 
ment provides that owners of trade-marks registered in their country of origin 
may register such marks through their home Patent Offices at the International 
Bureau at Berne. 

The Bureau communicates such registrations to the countries which are party 
to the Arrangement, and unless the marks are objected to within one year from 
the date of registration at the Berne Bureau, they are deemed to extend to the 
countries in question as if they had been registered directly in such countries. 

Under the Arrangement, a country party thereto may denounce the same at any 
time. The denunciation becomes effective at the expiration of one year from the 
date thereof. Such denunciation will not affect rights acquired under the Arrange- 
ment. 

The Arrangement is in effect principally between European countries. Origi- 
nally, three American republics, Brazil, Cuba and Mexico, were parties to the 
Arrangement. Cuba denounced the Convention in 1931. Brazil followed suit in 
1934. We are now informed that Mexico has also denounced the Convention by 
the usual communication to the Swiss Government. It appears that this denuncia- 
tion was made last March, since it is stated that the denunciation will become 
effective on March 10, 1943. The effects of this denunciation insofar as Mexico is 
concerned, are as follows: 

International registrations effected at the International Bureau at Berne up to 
March 10, 1943, will extend to Mexico, unless Mexico should object to such inter- 
national marks. Objection is usually made on the ground that a mark registered 
at the International Bureau at Berne infringes on a mark previously registered in 
Mexico. International registrations effected at the Berne Bureau subsequent to 
March 10, 1943, will no longer extend to Mexico. 


* Note—A brief announcement of Mexico’s withdrawal from the Madrid Arrangement 
appeared in our October issue at page 115. Eb. 





MEXICO DENOUNCES MADRID ARRANGEMENT 125 


International registrations effected at the Berne Bureau up to March 20, 1943, 
and which have not been objected to by the Mexican Government will remain 
effective in Mexico for the entire term of twenty years granted to international 
registrations. In other words, a mark registered at the International Bureau at 
Berne in 1930 will remain in effect in Mexico until 1950, notwithstanding the fact 
that the denunciation of the Arrangement by Mexico will become effective in 1943. 

It would seem that the reasons for the denunciation of the Madrid Arrangement 
by Mexico are similar to those which caused the denunciation by Cuba and Brazil. 
First, the loss of income by the Government. Indeed, instead of the usual fee which 
the Mexican Government collects for the registration of a trade-mark direct at 
the Mexican Patent Office, this Government receives from the International Bureau 
at Berne only a proportional share of the profit derived by the International Bureau 
from the international registration of trade-marks and which is small in view of 
the very moderate fee payable for international registration. Secondly, under the 
Arrangement, marks registered at the International Bureau extend automatically 
to Mexico, although such marks may never be used in Mexico. There are now 
upwards of 100,000 marks registered at the Berne Bureau which at one time or 
another had been extended to Mexico by virtue of such international registration. 
By far the greater part of these marks have never been used in Mexico, nor was 
it ever intended that they would be used. European manufacturers probably inter- 
ested in marketing their products in three or four European countries have, by 
virtue of the Arrangement, extended their marks to Mexico without ever making 
use of such marks in Mexico. The result was an encumbrance of the Mexican 
Trade-Mark Register with marks which would never have been extended to 
Mexico, because never intended to be used there, except for the automatic procedure 
of the Madrid Arrangement. American trade-mark owners adopting in all innocence 
trade-marks for use in Mexico, and attempting to register such marks in Mexico 
have found their plans abortive in view of the existence of marks on the Mexican 
Register extending to Mexico by virtue of an international registration at the Berne 
Bureau, although such marks were not used in the Mexican market. 

The law of Mexico provides that a mark registered in Mexico which has not 
been used for five years may be cancelled on the ground of non-user. This provision 
extends to international registrations as well as to national registrations in Mexico. 
Accordingly, American trade-mark owners being prevented from registering their 
mark in Mexico by a previous international registration effective in Mexico may 
take action to cancel the international registration as regards Mexico on the ground 
of non-user. The procedure for such cancellation was quite laborious and expensive 
in the past. Of recent years, it was made somewhat easier by a change of practice. 
It is hoped that, in view of the denunciation of the Arrangement by Mexico, the 
procedure for cancelling international marks which are not used in Mexico may 
be even easier. This is the only way of expunging from the trade-mark register 
in Mexico international marks which, notwithstanding the denunciation of the 
Arrangement by Mexico, will normally expire at the termination of twenty years 
from the date of the international registration. 
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THE FAIR TRADE ACT OF HAWAII AS INTERPRETED BY ITS 
SUPREME COURT 





In the year 1937 there was enacted in the Territory of Hawaii a Fair Trade Act, 
identical as to its main provisions, with similar acts now in force in the States 
of the Union. It will be recalled that these acts apply only to the resale of goods 
bearing the manufacturer’s name, symbol or trade-mark, and forbid the sale of 
such goods at a price below that fixed by the trade-mark owner in contracts with 
his distributors. They also provide that anyone damaged by the sale of such 
goods below prices fixed by contract may sue for unfair competition, irrespective 
of whether or not he is himself a party to the contract. 

A decision under the Hawaiian Fair Trade Act handed down by the Hawaiian 
Supreme Court is now reported, which presents certain novel features of more 
than ordinary interest. 

The action was brought by the proprietor of a gasoline station in Honolulu 
to enjoin a competitor company and its president from advertising, offering for sale 
or selling “Associated” gasoline at prices less than those stipulated in the contract 
between the Tide Water Associated Oil Company and its distributors. The lower 
court granted a permanent injunction and defendants appealed, contending that 
certain provisions of the Fair Trade Act offended the “due process” clause of the 
Constitution ; that, being sold in bulk, the gasoline did not come within the provi- 
sions of the Act, and that appellee as a retailer did not have sufficient interest in 
the subject-matter to sustain the bill. All of these arguments the Court held 
groundless. As to the first, the Court cited the decision of the United States 
Supreme Court in the case of Old Dearborn v. Seagram Corporation [27 T.-M. 
Rep. 3] and Pep Boys v. Pyroil Sales Co., in both of which the constitutionality 
of the Fair Trade Act was upheld. 

As to the second claim, the Court, quoting from the Dearborn case, held that 
unfair competition as defined by the Fair Trade Act, consisted “not in the bare 
disposition of the commodity, but in the forbidden use of the mark, brand or name 
in accomplishing the purpose.” “It is immaterial,” the Court continued, 

whether on the sale or resale of the commodity, the container of which bears the trade- 

mark, brand or name of the producer or distributor, the sale includes the container or is 

of the whole or of only a part of its contents, exclusive of the container. It is sufficient 

that there be a forbidden use of the trade-mark . . . In our opinion, gasoline identified 

by the trade-mark, brand or name of the distributor plainly, permanently and visibly 
attached to and connected with the tank in which the gasoline . . . is contained and by 


means of and through which the gasoline is withdrawn from the tanks when sold, is a 
commodity.” 










On the second point, the Court said that, where a wholesale distributor, as 
here, elects to avail itself of the protection of the Fair Trade Act, and adopts a 
policy of establishing minimum retail prices with its distributors, it was sufficient 
that but one such contract be entered into with a single proprietor of a service 
station, whereupon it became binding on all local distributors of the product having 
knowledge of the contract, whether parties thereto or not. Accordingly, the 
Court continued, sales of the gasoline at less than contract prices constituted unfair 
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competition, and “any person damaged thereby” referred to those persons, the 
damages to whom... . are the direct . . . . result of the invasion of some property 
right of a pecuniary nature by the offending competitor.” As such, they applied 
to distributors, wholesalers, jobbers or retailers. Their ground for action, the 
Court said, was the interference with their contractual rights, rather than an 
invasion of any share they might have in the owner’s good-will derived from his 
trade-mark. 

Under such contract and statute the Court remarked: 

There was created and vested in appellee the same property rights as might accrue to it 
from a horizontal contract between it and proprietors of retail gasoline stations operating 


in the City and County of Honolulu containing mutual stipulations for retail price mainte- 
nance with the right of action in all parties for their breach. 


The decision of the lower court was, accordingly, affirmed. 


PERU ADOPTS NEW TRADE-MARK CLASSIFICATION 


According to advices received from our associate in Lima, Mr. Alfred V. Puyo, 
Peru has adopted a new system of trade-mark classification for registration pur- 
poses, effective September 30, 1942. Under the old system it was possible by a single 
application to protect all goods in related groups. The recent decree, however, 
requires that not more than one class may be covered by a single application, a 
separate application being required for each additional class. Registration is thus 
restricted to the actual goods on which the mark or name is used, and the way left 
open for the protection of the same or similar marks in classes formerly preempted 
by blanket registrations. 

This change, like the recent denunciation by Mexico of the Madrid Arrange- 
ment for international registration, discussed elsewhere in this issue (see page 124), 
is further indication of the trend among the American republics reasonably to 
restrict the resgistration privilege and thereby benefit correspondingly from the 
increased official fees for registration. 


TRADE SLOGANS 


Since our last published list, the following slogan has been received and entered 
in the records of the Association. This service, including the certificate attesting 
to filing and pubicaton, is rendered without charge to members of the Association : 


“The bra designed with YOU in mind’—Bali Brassiere Co., Inc. 


1. Auto Rental Company, Limited v. William W. Lee and Lee and Lee & Awana, Limited 
(35 Haw. 76), 1937. 





THIRTY-SEVEN TRADE-MARK BULLETIN 


CORRECTION 


In reporting the decision of the Circuit Court of Appeals in the case of Black & 
Yates, et al. v. Mahogany Association, Inc., et al. in our October issue [32 T.-M. 
Rep. 402] it was stated that the Supreme Court had granted certiorari, and the 
case would be argued before that Court this Fall. 

The statement was incorrect, as the Supreme Court has denied certiorari in the 


case.—Eb. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, Reporter, delivered in condition for binding. 


Fifty (50) cents each will be paid for two copies of the Bulletin for 
September, 1940. 
For Sale: Master Index to vols. 1-14 of the Reporter, cloth or buckram, 
$5.00. 
Master Index to vols. 15-26 of the Reporter, in either binding, 
$10.00. 
Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 


Address : 
UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirTH AVENUE, 
New York City. 
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ship corporation of New York; Editor, W. J. Derenberg; Manag- 
ing Editor, L. E. Daniels; Owner, United States Trade-Mark As- 
sociation. There are no holders of bonds or other securities. 
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